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DETAILED ACTION 

Claims 1-35 are currently presented and have been examined. 
Claims 36-40 have been withdrawn from consideration. 

Response to Argiments 
Applicant's arguments with respect to claims 1-35 have been 
considered but are moot in view of the new ground (s) of 
rejection. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly- 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 1-35 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 1-24 and 27-34 recite provisioning at least one 
client computer of the customer in accordance with constraints 
imposed by the SLA. It is unclear as to what particularly is 
being provisioned. 

Claims 1-35 recite "the constraints of the SLA" . It is 
unclear what constraints are being referred to and, in the case 
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of claims 1-24 and 27-34, how such provisioning occurs with 
these constraints . 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 

this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application .for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application, filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

Claims 1, 3-5, 7-8, 10-11, 17-19, 21-22, 24-28, 30-32, and 
34-35 are rejected under 35 U.S.C. 102(e) as being anticipated 
by US Patent 7,054,943 Bl to Goldzschmidt et al . 

The applied reference has a common assignee with the 
instant application. Based upon the earlier effective U.S. 
filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be 
overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 
CFR 1.131. 
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Regarding claim 1, Goldzschmidt disclosed a method for 
service provisioning a customer with at least one software 
application from a service provider, comprising steps of: 

establishing a set of attributes ("metrics") of a service 
provision; selecting from said set of attributes for defining a 
Service Level Agreement (SLA) with the service provider; and 
provisioning at least one client computer of the customer in 
accordance with constraints imposed by the SLA. (see at least 
column 1, lines 34-51; column 3, line 1-column 4, line 4, 
specifically column 3, lines 1-13) 

Claim 27 is also rejected since this claim recites a system 
that contains substantially the same limitations as recited in 
claim 1, 

Regarding claim 25, Goldzschmidt disclosed a method for 
service provisioning a customer with at least one software 
application from a service provider, comprising steps of: 

establishing a set of attributes ("metrics") of a service 
provision; selecting from said set of attributes for defining a 
Service Level Agreement (SLA) with the service provider; 
provisioning the customer, within the constraints imposed by the 
SLA, by allocating at least some required data processing 
resources to at least one data processing site that offers data 
processing capacity for use; and transparently re-provisioning 
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the customer, within the constraints imposed by the SLA, by re- 
allocating at least some required data processing resources from 
the at least one data processing site that offers data 
processing capacity for use to one of the customer, the service 
provider, or another service provider, (see at least column 1, 
lines 34-51; column 2, lines 46-61; column 3, line 1-column 4, 
line 4, specifically column 3, lines 1-13) 

Claims 26 and 35 are also rejected since these claims 
recite substantially the same limitations as recited in claim 
25. 

Regarding claim 3, Goldzschmidt disclosed a method as in 
claim 1, and further comprising a step of re-provisioning the 
customer, within the constraints imposed by the SLA, in response 
to at least one customer service-related criterion (the 
customer's changing requirements for its applications; see also 
column 1, lines 34-44 and 55-60) . (see at least column 2, lines 
46-61) 

Regarding claim 4, Goldzschmidt disclosed a method as in 
claim 1, and further comprising a step of re-provisioning the 
customer, within the constraints imposed by the SLA, in response 
to at least one service provider criterion (the requirement that 
the service provider maintain proper resources for the 
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customer's applications; see column 1, lines 34-44 and 55-60). 
(see at least column 2, lines 46-61) 

Regarding claim 5, Goldzschmidt disclosed a method as in 
claim 1, wherein the step of provisioning the customer includes 
a step of allocating service provider data processing resources 
to a data processing task of the customer, (see at least column 
2, lines 46-61) 

Regarding claim 7, Goldzschmidt disclosed a method as in 
claim 1, wherein the step of provisioning the customer includes 
a step of allocating data processing resources of another 
service provider ("optional servers"; see column 1, line 65- 
column 2, line 2) to a data processing task of the customer, 
(see at least column 2, lines 46-61) 

Regarding claim 8, Goldzschmidt disclosed a method as in 
claim 1, wherein the step of provisioning the customer includes 
a step of allocating all required data processing resources from 
at least one other service provider to a data processing task of 
the customer, (see at least column 2, lines 46-61, wherein "the 
resources receives a minimum. . .amount of resources as specified 
under a... SLA"; see also column 6, lines 59-65) 

Regarding claim 10, Goldzschmidt disclosed a method as in 
claim 1, and further comprising a step of re-provisioning (based 
on customer demand) the customer, within the constraints imposed 
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by the SLA, by allocating at least some required data processing 
resources from at least one other service provider ("optional 
servers"; see column 1, line 65-column 2, line 2) to a data 
processing task of the customer, (see at least column 2, lines 
46-61) 

Regarding claim 11, Goldzschmidt disclosed a method as in 
claim 1, and further comprising a step of re -provisioning (based 
on customer demand) the customer, within the constraints imposed 
by the SLA, by allocating at least some required data processing 
resources from the service provider to a data processing task of 
the customer, (see at least column 2, lines 46-61) 

Regarding claim 17, Goldzschmidt disclosed a method as in 
claim 1, wherein the service provider is a virtual service 
provider, and wherein the step of provisioning the customer, 
within the constraints imposed by the SLA, includes a step of 
allocating at least some required data processing resources from 
at least one other service provider ("optional servers"; see 
column 1, line 65-column 2, line 2) to a data processing task of 
the customer, (see at least column 2, lines 46-61) 

Regarding claim 18, Goldzschmidt disclosed a method as in 
claim 1, wherein the service provider is a value-added services 
provider, and wherein the step of provisioning the customer, 
within the constraints imposed by the SLA, includes a step of 
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allocating at least some required data processing resources from 
at least one other service provider ("optional servers"; see 
column 1, line 65-column 2, line 2) to a data processing task of 
the customer, (see at least column 2, lines 46-61) 

Regarding claim 19, Goldzschmidt disclosed a method as in 
claim 1, wherein the service provider is a value-added services 
provider, and wherein the step of provisioning the customer, 
within the constraints imposed by the SLA, includes a step of 
allocating at least some required data processing resources from 
data processing resources of the value-added services provider, 
and from at least one other service provider (''optional 
servers"; see column 1, line 65-column 2, line 2), to a data 
processing task of the customer, (see at least column 2, lines 
46-61) (note all such resources are pooled together) 

Regarding claim 21, Goldzschmidt disclosed a method as in 
claim 1, and further comprising a step of re-provisioning the 
customer, within the constraints imposed by the SLA, in response 
to a change in data processing resource utilization, (see at 
least column 2, lines 46-61) (see also column 1, lines 34-44 and 
55-60) 

Regarding claim 22, Goldzschmidt disclosed a method as in 
claim 1, and further comprising a step of re -provisioning the 
customer, within the constraints imposed by the SLA, in response 
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to a change in predicted or actual data processing resource 
availability, (see at least column 2, lines 46-61) (see also 
column 1/ lines 34-44 and 55-60) 

Regarding claim 24, Goldzschmidt disclosed a method as in 
claim 1, wherein the service provider is a virtual service 
provider, and wherein the step of provisioning the customer, 
within the constraints imposed by the SLA, includes a step of 
allocating at least some required data processing resources from 
at least one data processing site that offers data processing 
capacity for use in satisfying data processing requirements of 
the customer ("optional servers"; see column 1, line 65-column 
2, line 2) . (see at least column 2, lines 46-61) 

Regarding claim 28, Goldzschmidt disclosed a system as in 
claim 27, wherein said system management server is responsive to 
at least one of a customer service-related criterion, a service 
provider criterion, or a change in a data processing environment 
(see column 1, lines 34-44 and 55-60 and column 2, lines 46-61) , 
for re-provisioning the customer, within constraints imposed by 
said SLA, by allocating service provider data processing 
resources to a data processing task of the customer, or by 
allocating customer data processing resources to a data 
processing task of the customer, or by allocating data 
processing resources of another service provider to a data 
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processing task of the customer, or by allocating all required 
data processing resources from at least one other service 
provider to a data processing task of the customer, or by 
allocating data processing resources from a remote data 
processing site to a data processing task of the customer, (see 
at least column 2, lines 46-61) 

Regarding claim 30, Goldzschmidt disclosed a system as in 
claim 27, wlierein the service provider is a virtual service 
provider, and wherein the customer is provisioned and re- 
provisioned, within the constraints imposed by the SLA, by 
allocating at least some required data processing resources from 
at least one other service provider ("optional servers"; see 
column 1, line 65-column 2, line 2) to a data processing task of 
the customer, (see at least column 2, lines 46-61) 

Regarding claim 31, Goldzschmidt disclosed a system as in 
claim 27, wherein the service provider is a value-added services 
provider, and wherein the customer is provisioned and re- 
provisioned, within the constraints imposed by the SLA, by 
allocating at least some required data processing resources from 
at least one other service provider ("optional servers"; see 
column 1, line 65-column 2, line 2) to a data processing task of 
the customer, (see at least column 2, lines 46-61) 
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Regarding claim 32, Goldzschmidt disclosed a system as in 
claim 27, wherein the service provider is a value-added services 
provider, and wherein the customer is provisioned and re- 
provisioned, within the constraints imposed by the SLA, by 
allocating at least some required data processing resources from 
data processing resources of the value-added services provider, 
and from at least one other service provider, to a data 
processing task of the customer, (see at least column 2, lines 
46-61) (note all such resources are pooled together) 

Regarding claim 34, Goldschmidt disclosed a system as in 
claim 27, wherein the customer is re-provisioned, within the 
constraints imposed by the SLA, in response to a change in at 
least one of data processing resource utilization, a change in 
predicted or actual data processing resource availability, or a 
failure of a data processing resource, (see at least column 2, 
lines 46-61) 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

' (a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention .was made to a person having ordinary skill in the 
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art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 
Co,, 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art . 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C, 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 3 5 
U.S.C. 103(c) and potential 35 U.S.C. 102(e)., (f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claim 2 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Goldzschmidt . 
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Regarding claim 2/ Goldzschmidt disclosed a method as in 
claim 1. 

Goldzschmidt does not expressly disclose a step of re- 
provisioning the customer in response to a change in the SLA, 
however, Goldzschmidt does disclose re -provisioning of the 
customer based on server resources and that such provisioning is 
based on an SLA that is agreed upon, (see at least column 1, 
lines 3 9-44; column 2, lines 46-61; column 3, lines 1-13) 

It would have been obvious to one of ordinary skill in the 
art that an SLA may change when the needs of a customer changes 
and requires that the SLA be renegotiated since Goldzschmidt 
discloses that customers require a guarantee of service with a 
service provider, creating the basis of a SLA, and one of 
ordinary skill in the art would have considered it to be obvious 
that the SLA may change in scope and, when it did, the 
disclosures of Goldzschmidt would have predictably re- 
provisioned the customer when the constraints of the SLA 
changed. 

Conclusion 

It is noted that the column, line, and/ or page number 
citations used in the prior art references as applied by. the 
Examiner to the claimed invention are for the convenience of the 
Applicant to represent the relevant teachings of the prior art. 
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The prior art references may contain further teachings and/or 
suggestions that may further distinguish the citations applied 
to the claims, therefore, the Applicant should consider the 
entirety of these prior art references during the process of 
responding to this Office Action. It is further noted that any 
alternative and nonpref erred embodiments as taught and/or 
suggested within the prior art references also constitute prior 
art and the prior art references may be relied upon for all the 
teachings would have reasonably suggested to one of ordinary 
skill in the art. See MPEP 2123. 

The prior art listed in the PTO-892 form included with this 
Office Action disclose methods, systems, and apparatus similar 
to those claimed and recited in the specification. The Examiner 
has cited these references to evidence the level and/or 
knowledge of one of ordinary skill in the art at the time the 
invention was made; to provide support for universal facts and 
the technical reasoning for the rejections made in this Office 
Action including the Examiner's broadest reasonable 
interpretation of the claims as required by MPEP 2111 and to 
evidence the plain meaning of any terms not defined in the 
specification that are interpreted by the Examiner in accordance 
with MPEP 2111.01. The Applicant should consider these cited 
references when preparing a response to this Office Action, 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to George C. 
Neurauter, Jr. whose telephone number is 571-272-3918. The 
examiner can normally be reached on Monday-Friday 9am-5 :30pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David Wiley, can be 
reached on 571-272-3923, The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 
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